
REMARKS

Claims 1-22 are pending. Claims 1, 5, 7, 19 and 20 are rejected.

Applicants disagree with the Examiner's listing of pending claims. Claims 6 and 8 are

properly pending as depending from amended claim 1. Claim 22 is properly pending as

depending from claim 19.

Claims 1, 7, 8, and 22 are amended.

Claims 2-4, 9-18, and 20-22 as non-elected method claims and claims reciting formula 2

or formulas 1 and 2 are canceled without prejudice. Pending compound and composition claims

are properly not limited to elected species, at least because the art applied indicated that the

Examiner's search was broader than the elected species.

CLAIM REJECTIONS UNDER 35 U.S.C. §112

Claim 5 is rejected under 35 U.S.C. §1 12 1)2 as indefinite because

It is unclear whether the term "at least two of formula 1
" is

intended to mean same or different compounds (i.e., same of

different species of compound of formula 1). It is also unclear

whether "at least two of formula 1
" is linked to each other i.e.,

arrangement of at least two compound of formula 1 in the

composition is unclear.

Applicants respectfully disagree.

Claim 5 recites a composition comprising at least two of formula 1 , thus further limiting

claim 1 which recites at least one of formula 1 , formula 2, or combinations thereof. Claim 5 on its

face encompasses a composition that contains two entities of the formula 1 structure; namely two

entities of E-L-DYE-X-NH 3 . There is no limitation as to entity placement in the composition; the

entities may be linked to each other or not. Given the Examiner's Restriction, the two entities are

limited to the elected species. For at least these reasons, Applicants disagree that claim 5 is

indefinite and respectfully request the rejection be withdrawn.

CLAIM REJECTIONS UNDER 35 U.S.C. §102

Claim 1 is rejected under 35 U.S.C. §1 02(b) as anticipated by Clecak.

The Examiner's position is that Clecak anticipates Applicants' claim 1 composition in

formula 1

E....L.„.DYE--X--N 3

when Dye = cyanines, X = single bond, Y = hydrogen, E = H, and L = -(CH2 )a - and a = 0.

Applicants have amended claim 1 to delete hydrogen as a substituent of E, and assert

that Clecak does not disclose Applicants' other substituents for E. Applicants believe the

rejection is now overcome and respectfully request its withdrawal.

Claim 1 is rejected under 35 U.S.C. §1 02(b) as anticipated by Leung.
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The Examiner's position is that Leung anticipates Applicants' claim 1 composition in

formula 1

E-—L— -DYE—-X N 3

when Dye = cyanines, X = single bond, Y = hydrogen, E= H, L = -(CH 2)a-, and a = 0, citing Leung

column 4 line 20; column 5 lines 45-53; column 6 lines 10-27; and column 16 lines 14-24.

Applicants have amended claim 1 to delete hydrogen as a substituent of E, and assert

that Leung does not disclose Applicants' other substituents for E. Applicants believe the rejection

is now overcome and respectfully request its withdrawal.

Claims 1 and 20 are rejected under 35 U.S.C. §102(e) as anticipated by Achilefu.

The Examiner's position is that Achilefu anticipates Applicants' composition in formula 2,

E—-L—-DYE—-X Y

when Dye = cyanines, X = single bond, Y = hydrogen, E = bombesin receptor binding molecule.

Claim 20 is canceledClaim 8 is properly pending as depending from amended claim 1.

Claim 22 depends from claim 19 and is properly pending, contrary to the Examiner's claim listing.

, so that the rejection against claim 20 is moot.

Amended claim 1 deleted formula 2. Because the Achilefu rejection was applied against

formula 2, which is removed from the claim, Achilefu does not anticipate claim 1
.
Applicants

believe the rejection is overcome and respectfully request its withdrawal.

CLAIM REJECTIONS UNDER 35 U.S.C. §103

Claims 1 and 20 are rejected under 35 U.S.C. §1 03(a) as obvious over Edelman in view

of Ulman.

The Examiner states "Present application disclose [sic] a photoactive composition

comprising at least one compound of formula E-L-DYE-X-Y (Formula 2 )." (emphasis added)

The Examiner also states that Edelman "teaches an anti-Id Ab designated 8 G1 1-C6

which is secreted by hybridoma HB 8706" and "binds to a glucocorticoid receptor (i.e., steroid

receptor binding molecules)" and the antibody can be labeled with a fluorescent moiety (claim

11). The Examiner states that Edelman does not teach specific fluorescent dye but that Ullman

teaches fluorescent dyes, such as cyanines, as being conjugated to antibodies. "Hence the

labels recited in instant claim 34 would have been obvious as species of the fluorescent moiety

taught by Edelman et al." (emphasis added)

Applicants believe the rejection is not applicable for at least the following reasons, noting

the underlined text:

Applicants' claim range from 1-22, there is no claim 34.
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The Examiner's rejection references Applicants' formula 2, which is not elected.

For at least these reasons, Applicants respectfully request that the rejection be

withdrawn.

DOUBLE PATENTING

Claims 1,5,7, and 1 9 are provisionally rejected on the ground of nonstatutory

obviousness-type double patenting over claims 1-10 of copending Application No. 10/776,840.

Applicants will file a terminal disclaimer, if necessary, upon indication of allowable claims to

overcome this rejection.

CONCLUSION

No fees are believed due, however, should any fees or surcharges be deemed

necessary, the Examiner has authorization to charge them (or credit any overpayment) to Deposit

Account No. 23-3000.

The Examiner is invited to contact Applicants' undersigned representative with questions.

2700 Carew Tower
441 Vine Street

Cincinnati OH 45202
513 241 2324
513 241 6234 facsimile

Respectfully submitted,

WOOD, HERRON & EVANS, L.L.P.

Beverly A. Lyman, Ph.D.

Reg. No. 41,961
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